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TO: Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Northern District of lllinois on the following
[V Trademarks or [ Patents. ( [] the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
15cv5918 7/6/2015 Northern District of lllinois
PLAINTIFF DEFENDANT
River Light V, L.P. et al The Partnerhsips and Unincorporated Associations

Identified on Schedule "A"

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 See Attachment

2

3

4

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
0 Amendment ] Answer [ Cross Bill (] Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1

2

3

4

5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Thomas G. Bruton S. Nelson 8/23/2016

Copy 1—Upeon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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mﬁ‘tﬂ] States of @mel.

Enited States Patent and Trabemark Oifice a
TORY BURCH

Reg. No. 3,814,500
Registered July 6, 2018

Int. Cl: 4 FOR: CAMDLES, IN CLASS 4 (0.8, CL&. 1, 6 ANI 15)

L DE

FARE LITTED BARTNERSHIPY
FLAKR

. X FIRST VISE (-1 52006, I COMMERCE 14152008,
TRADEMARK

PRINCIPAL REGISTER

WOAKD CHARACTERS WETHOUT CLADM TO ANY FaR.
CONT, STYLE, SEZB, OF COLOR

CPWHMER OF TIS REG. NOS. 3838 373, 3428374, AND 3438810

FEMARK IENTIVES
B OF RECORR,

SER, M, TRAH A FILIED 13201,

DAV COLEIER, EXAMINING ATTORNEY

B3 iz Lontedd Nantis Pt weld Vriieotarh O3
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@yﬂtﬁh States of @mel.

Enited States Patent and Trabemark Oifice a

REVA

Reg. No. 3,918,505 ©DE

Registered Feb. 18, 2011 nn

FARE LITTED BARTNERSHIPY
FLAKR

Int. CL: 18 FOR: HANDBAGY INCLASR 18 (R CLBO 1 3%, 22 ANE 1)

FIRST UIBE 11-30-2006; N COMMERCE 11-30-2{0%

TRADEMARK
PRINCIPAL REGISTER

WOAKD CHARACTERS WETHOUT CLADM TO ANY FaR.
CONT, STYLE, SEZB, OF COLOR

CPWMER OF TES REG. NG, 3470178,
BER, MG TR0 MGE, PILED £233-20¢8,

TARAT BARDY, EXAMNING ATTORNEY

i o e b Nantes Pt wad Trstooverh 032
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mﬁ‘tﬂ] States of @mel.

Enited States Patent and Trabemark Oifice a

Reg. No. 3,920,528 ;
Registered Feb, 15, 2011 »

Int. Ci: 9 FOR: EYEWEAR, INCLAKS 07US CLE 21,23, 26, 36 AND 38y,

_ FHUST USH 30201 IN COMMERCE 5302010,
TRADEMARK

PRINCIPAL REGISTER

OWNER OF U8 BEQ NOS 3024333, 3563326, AN OUTHERS

THE MARY. CC PSS FLACED HEAD TO HEADNON
SR OF MARK I8 INDIC

AND MO OLAIM IS MADE T9 THE EYE-

AT mwu Yon
WEAR SHADE,

SN TRIFLC VILED &1 20

TARAH HARDY, EXAMINIHG ATTORMEY

B3 iz Lontedd Nantis Pt weld Vriieotarh O3
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nited States of Qmel.

Eindted States Patent and Trademark Sifice C?

Reg. No. 4,029,068 RARY LIMUTED PARTHERSHI

. VWEST B mmnny,
Registered Sep, 20, 2011 nuw voxe nY 10011
Int. C1: 28 FOR. SOCKS: ROBES, (4 CLASS 25 (1.8, CLS. 22 AND 30)

o FIRST USE 112008 IN COMMERCE 1-3-3008,
TRADEMARK

PRINCIPAL REGISTER

ERYNER OF LS, BEQ. WOS. 3034, 5420, 3025795, AND OTRERS.

THE MARK QOWSISTS OF A CIRCLE WITHLA "T" AN AN LIPSIDE DOWN "7 IN THE
MIDDLE,

SN 77345 862, FILED 12-5-2007,

JORN ARTNER, EXAMINIHG ATTORNEY

FERRGA O A it W Pttt v rnaeorast Ot
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nited States of e,

Eindted States Patent and Trademark Sifice IC(?

Reg. No. 4,045,568 GHTGLE
VWEST I STRE
Registered QOct, 28, 2011 wuw vorx. vy o

Int. Cl: 9 FOR: EYEWEAR: EYEWEAR CARES, I CLASS 9 {118, 018 21, 23,28, 36 AND 381

CORLAWARE LIMUTED PARTHERSHF)

TH FLOOR

FIRST USE HR2E-2005 IN COMMERUE JO-21-2000

TRADEMARK
PRINCIPAL REGISTER

ERYNER OF LLS, BEG. WOS. 3034, 142, 3025795, AN 363 316,

THE MARK CONSISTS QF AN UPRIGHT "T" IIRECTLY BELORW AR INVERTED "1™ ALL
SURROINDED BY & CIRCLE.

SERCND 85333000, FILED SR 5242011 AML PR, 2272 L

KATHLEEN ML VANTTON, YOS MIMING ATTORNYY

FERRGA O A it W Pttt v rnaeorast Ot
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nited States of e,

Eindted States Patent and Trademark Sifice IC(?

GHEV LP

Reg. No. 4,129,090
PWEST FTH STRE
Registered Apr 17, 2002 wuw vorx. vy 1o

CORLAWARE LIMUTED PARTHERSHF)

TH FLOOR

Int. Cl: 6 FOR: METAL KEY CHAING, I¥ CLASS 6125, CLS. 2, 12, VL 14, 23, 35 AN So)

FIRST USE 1032008 BN COMMERUE 10-31-3008.

TRADEMARK
OWNER OF 1.8, BEG. HOS. 3034382, 3029795, AND 3563336,

BRINCIFAL REGISTER
THEMARK CONSISTS OF AN UPRIGHT ' UNDERNEATHAN UPSIDE DOWN TV INSIDE
A CIROLE.

SN 778G, FILED 812008,

TARMH HARDY, EXAMINIHG ATPORNEY

FERRGA O A it W Pttt v rnaeorast Ot
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ol States of J
@“‘t United States Patent and Trabemark @2321‘ ‘?

Reg. No. 4,150,523
Registered May 29, 2012
Int. Cl.: 18

TRADEMARK
PRINCIPAL REGISTER

Director of the YUnied States Patent and Tracemark Office

RIVER LIGIIT V, L.P, (DELAWARE LIMITED PARTNERSIIIP)

11 WEST 19TH STREET, 7TH FLOOR

NEW YORK, NY 10011

FOR: LEATHER KEY CHAINS, IN CLASS 18 (U.S. CLS. 1. 2. 3.22 AND 41).
FIRST USE 10-31-2008; IN COMMERCE 10-31-2008.

OWNER OF U.S. REG. NOS. 3,024,142, 3,029,795, AND 3,563,326.

THE MARK CONSISTS OF AN UPRIGHT "T" UNDERNEATHAN UPSIDE DOWN "T" INSIDE
A CIRCLE.

SN 77-801,996, FILED 8-11-2009.

TARAH HARDY, EXAMINING ATTORNEY
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ob States of J
@“\t TUnited States Patent and Trabemark QBzIetBr (?

TORY BURCH

Reg. No. 4,205,354
Registered Sep. 11, 2012
Int. Cl.: 9

TRADEMARK
PRINCIPAL REGISTER

Director of the United States Patent and Trademark Office

RIVER LIGIITV, L.P. (DELAWARL LIMITED PARTNERSIIIP)

11 WEST 19TH STREET, 7TH FLOOR

NEW YORK, NY 10011

FOR: CELL PHONE CASES; LEATHER PROTECTIVE COVERS SPECIALLY ADAPTED
FOR PERSONAL ELECTRONIC DEVICES; PROTECTIVE COVERS AND CASES FOR CELL
PHONES, LAPTOPS AND PORTABLE MEDIA PLAYERS, IN CLASS 9 (U.S. CLS. 21, 23, 26,
36 AND 38).

FIRST USFE 10-31-2009; IN COMMERCE 10-31-2009.

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONT, STYLE, SIZE, OR COLOR.

OWNER OF U.S. REG. NOS. 3,428,373, 3,428,816 AND OTHERS.

THE NAME(S), PORTRAIT(S), AND/OR SIGNATURE(S) SHOWN IN THE MARK IDENTIFIES
"TORY BURCII", WIIOSTE CONSENT(S) TO REGISTER IS MADL OT RECORD.

SER. NO. 85-530,798, FIL.LED 2-1-2012.

SUE LAWRENCE, EXAMINING ATTORNEY
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@n’\hﬁl

States of Qmer

Anited States Patent and Trademark Office (?

Reg. No. 4,213,404
Registered Sep. 25, 2012
Int. Cl.: 18

TRADEMARK
PRINCIPAL REGISTER

Director of the YUnied States Patent and Tracemark Office

RIVER LIGIIT V, LB (DELAWARE LIMITED PARTNERSIIIP)

11 WEST 19TH STREET, 7TH FLOOR

NEW YORK, NY 10011

FOR: BACKPACKS: BEACH BAGS; BUSINESS CARD CASES: COIN PURSES; DOG COL-
LARS; DOG LEASHES; OVERNIGH T BAGS; PET CLOTHING; WALLETS; WRISTLET BAGS
,IN CLASS 18 (IU.S. CLS. 1.2, 3,22 AND 41).

FIRST USE 10-31-2008; IN COMMERCE 10-31-2008.

OWNER OF U.S. REG. NOS. 3,024,142, 3,563,326 AND OTHERS.

THE MARK CONSISTS OF AN UPRIGHT "T" DIRECTLY BELOW AN INVERTED "T" ALL
SURROUNDED BY A CIRCLE.

SER. NO. 85-530,802, FILED 2-1-2012.

SUE LAWRENCE, EXAMINING ATTORNLEY
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Prior US. Cls.: 1, 2, 3, 6, 13, 15, 22, 25, 27, 28, 32, 39,

41, 42, and 50

United States Patent and Trademark Office

Reg. No. 3,029,795
Registered Dec. 13, 2005

TRADEMARK
PRINCIPAL REGISTER

RIVER LIGHT V, LLC (DELAWARE LTD LIAB
CO

685 KROMER AVENUE
BERWYN, PA 19312

FOR: CANDLES, IN CLASS 4 (U.S. CLS. 1, 6 AND
15).

FIRST USE 2-1-2004; IN COMMERCE 2-1-2004.

FOR: JEWELRY , IN CLASS 14 (U.S. CLS. 2, 27, 28
AND 50).

FIRST USE 2-1-2004; IN COMMERCE 2-1-2004.
FOR: ACCESSORIES, NAMELY, HANDBAGS,
UMBRELLAS AND COSMETIC BAGS SOLD EMP-
TY, IN CLASS 18 (U.S. CLS. 1, 2, 3,22 AND 41).
FIRST USE 2-1-2004; IN COMMERCE 2-1-2004.
FOR: HOUSEWARES, NAMELY, WOOD BOXES

AND FURNITURE, IN CLASS 20 (U.S. CLS. 2, 13, 22,
25,32 AND 50).

FIRST USE 2-1-2004; IN COMMERCE 2-1-2004.

FOR: HOUSEWARES, NAMELY, BED SHEETS,
TABLE LINENS AND TOWELS , IN CLASS 24 (U.S.
CLS. 42 AND 50).

FIRST USE 2-1-2004; IN COMMERCE 2-1-2004.

FOR: CLOTHING, NAMELY, SHIRTS, TOPS,
SWEATERS, PANTS, SKIRTS, SHORTS, DRESSES,
BATHING SUITS, BIKINIS, SARONGS, SHOES,
SOCKS, BELTS, UNDERGARMENTS, ROBES AND
HEADWEAR; OUTERWEAR, NAMELY, SCARVES,
JACKETS, VESTS AND COATS, IN CLASS 25 (U.S.
CLS. 22 AND 39).

FIRST USE 2-1-2004; IN COMMERCE 2-1-2004.
SN 76-546,289, FILED 9-23-2003.

GEORGE LORENZO, EXAMINING ATTORNEY
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States of Qmer

Anited States Patent and Trademark Office (?

Reg. No. 4,213,405
Registered Sep. 25, 2012
Int. CL.: 9

TRADEMARK
PRINCIPAL REGISTER

Director of the YUnied States Patent and Tracemark Office

RIVER LIGIIT V, L.P. (DELAWARE LIMITED PARTNERSIIIP)

11 WEST 19TH STREET, 7TH FLOOR

NEW YORK, NY 10011

FOR: CELL PHONE CASES: LEATHER PROTECTIVE COVERS SPECIALLY ADAPTED
FOR PERSONAL ELECTRONIC DEVICES; PROTECTIVE COVERS AND CASES FOR CELL
PHONES, LAPTOPS AND PORTABLE MEDIA PLAYERS, IN CLASS 9 (U.S. CLS. 21, 23, 26,
36, AND 38).

FIRST USE 10-31-2009; IN COMMERCE 10-31-2009.

OWNER OF U.S. REG. NOS. 3,024,142, 3,563,326 AND OTHERS.

THE MARK CONSISTS OF AN UPRIGHT "T" DIRECTLY BELOW AN INVERTED "T" ALL
SURRQOUNDED BY A CIRCLE.

SER. NO. 85-530,803, FILED 2-1-2012.

SUE LAWRENCE, EXAMINING ATTORNEY
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(&mﬁ@ States of Qmer

Anited States Patent and Trademark Office (?

Reg. No. 4,317 ,165 RIVER LIGIIT V, L.P (DELAWARE LIMITED PARTNERSIIIP)
11 WEST 19TH STREET, 7TH FLOOR

Registered Apr. 9, 2013 NEW YORK, NY 10011

Int. CL.: 18 FOR: BUSINESS CARD CASES; COSMETIC CASES SOLD EMPTY: HANDBAGS: LEATHER
POUCHES; LUGGAGE; PURSES; TOTE BAGS; UMBRELLAS; WALLETS; WRISTLET BAGS
,IN CLASS 18 (IU.S. CLS. 1.2, 3,22 AND 41).

TRADEMARK

PRINCIPAL REGISTER

FIRST USE 8-31-2007, IN COMMERCE 8-31-2007.

OWNER OF U.S. REG. NOS. 3,029,795, 4,029,068 AND OTHERS.

THE MARK CONSISTS OF AN UPRIGHT "T" DIRECTLY BELOW AN INVERTED "T".
SER. NO. 85-716,927, FILED 8-30-2012.

BARBARA BROWN, EXAMINING ATTORNEY

%42’/ %Aﬁ féd

Acting Director of the United Siules Putent und Teademwark OfTice
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(&mﬁ@ States of Qmer

Anited States Patent and Trademark Office (?

Reg. No. 4,345,875 RIVER LIGIIT V, L.P. (DELAWARE LIMITED PARTNERSIIIP)
. 11 WEST 19TH STREET, 7TH FLOOR
Registered June 4, 2013 NEw YORK, NY 10011

Int. Cl.: 25 FOR: BELTS; DRESSES, FOOTWEAR; HATS; JACKETS; PAJAMAS; PANTS; SCARVES;
SHIRTS; SKIRTS; SWEATERS; SWIMWEAR, IN CLASS 25 (U.S. CLS. 22 AND 39).

TRADEMARK FIRST USE 8-31-2007; IN COMMEIRCE 8-31-2007.

PRINCIPAL REGISTER OWNER OF U.S. REG. NOS. 3,029,793, 4,029,068 AND OTHERS.

THE MARK CONSISTS OF AN UPRIGHT "T" DIRECTLY BELOW AN INVERTED "T".
SER. NO. 85-717.008, FILED 8-30-2012.

DAWN HAN, EXAMINING ATTORNEY

%42’/ %Aﬁ féd

Acting Director of the United Siules Putent und Teademwark OfTice
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qited States of Qmer

Anited States Patent and Trademark Office (?

Reg. No. 4,363,739 RIVER LIGIIT V, L.P. (DELAWARE LIMITED PARTNERSIIIP)
. _ 11'WEST I9TH STREET, 7TH FLOOR
Registered July 9, 2013 NEW YORK, NY 10011

Int. Cl.: 14 FOR: JEWELRY, IN CLASS 14.(U.S. CLS. 2, 27, 28 AND 50).
FIRST USE 1-31-2011; IN COMMERCE 1-31-2011.
TRADEMARK
OWNER OF U.S. REG. NOS. 3,029,795, 4,029,068 AND OTHERS.
PRINCIPAL REGISTER
THE MARK CONSISTS OF AN UPRIGHT "T" DIRECTLY BELOW AN INVERTED "T".
SER. NO. 85-716,924, FILED 8-30-2012.

BARBARA BROWN, EXAMINING ATTORNEY

%42’/ %Aﬁ féd

Acting Director of the United Siules Putent und Teademwark OfTice
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ol States of J
%ﬁ‘t United States Patent and Trabemark @gger ‘?

Reg. No. 4,365,683
Registered July 9, 2013
Int. CL.: 25

TRADEMARK
PRINCIPAL REGISTER

%42’/ %Aﬁ 7éd

Acting Director of the United Slules Patent und Teaderaark Office

Jx
e

RIVER LIGIIT V, L.P. (DELAWARE LIMITED PARTNERSIIIP)
11 WEST 19TH STREET, 7TH FLOOR
NEW YORK, NY 10011

FOR: BELTS; FOOTWEAR, IN CLASS 25 (U.S. CLS. 22 AND 39).
FIRST USE 3-31-2013; IN COMMERCE 3-31-2013.
OWNER OF U.S. REG. NOS. 3,024,142, 3,563,326, AND OTHERS.

THE MARK CONSISTS OF DESIGN OF FOUR EQUAL PARTS CREATED FROM TWO
STYLIZED SPLIT "T"S.

SN 85-591,319, FILED 4-6-2012.

WILLIAM VERHOSEK, EXAMINING ATTORNEY
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ol States of J
@“‘t United States Patent and Trabemark @2321‘ ‘?

Reg. No. 4,382,707
Registered Aug. 13,2013
Int. CL.: 9

TRADEMARK
PRINCIPAL REGISTER

%42’/ %Aﬁ féd

Acting Director of the United Siules Putent und Teademwark OfTice

RIVER LIGIIT V, L.P. (DELAWARE LIMITED PARTNERSIIIP)

11 WEST 19TH STREET, 7TH FLOOR

NEW YORK, NY 10011

FOR: CELL PHONE CASES: EYEWEAR; LEATHER PROTECTIVE COVERS SPECIALLY
ADAPTED FOR PERSONAL ELECTRONIC DEVICES; PROTECTIVE COVERS AND CASES
FOR CELL PHONES, LAPTOPS AND PORTABLE MEDIA PLAYERS; SUNGLASSES, IN
CLASS 9 (U.S. CLS. 21, 23, 26, 36 AND 38).

FIRST USE 1-31-2011; IN COMMERCE 1-31-2011.

OWNER OF U.S. REG. NOS. 3,029,795, 4,029,068 AND OTHERS.

THE MARK CONSISTS OF AN UPRIGHT "T" DIRECTLY BELOW AN INVERTED "T".
SER. NO. 85-716,917, FILED 8-30-2012.

BARBARA BROWN, EXAMINING ATTORNLEY
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ob States of J
@“\t TUnited States Patent and Trabemark QBzIetBr (?

TORY BURCH

Reg. No. 4,656,700
Registered Dec. 16,2014
Int. Cl.: 14

TRADEMARK
PRINCIPAL REGISTER

Deputy Director of the United States
Patent and Trademark Office

RIVER LIGIITV, L.P. (DELAWARL LIMITED PARTNERSIIIP)
11 WEST 19TH STREET, 7TH FLOOR

NEW YORK, NY 10011

FOR: WATCHES, IN CLASS 14 (U.S. CLS. 2, 27, 28 AND 50).
FIRST USE 9-23-2014; IN COMMERCE 9-23-2014.

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONT, STYLE, SIZE, OR COLOR.

OWNER OF U.S. REG. NOS. 3,428,373, 3,428,816, AND OTHERS.

THE NAME(S), PORTRAIT(S), AND/OR SIGNATURE(S) SHOWN IN THE MARK IDENTIFIES
"TORY BURCH", WHOSE CONSENT(S) TO REGISTER IS MADE OF RECORD.

SN 85-726,858, FILED 9-12-2012.

DAWN HAN, EXAMINING ATTORNEY



NITED S’lATJLS DistricT COURTY
EL i\mw "HERN BSTRICT OF ILLINGIS

EASTERN DIVISION
RIVER LIGHT .
and TORY BURCH LL(J,
Plaintiffs, No. 15 CV 5518
V. Judge Manish S. Shah

ZHANGYALL et al.,

Defendants.
MEMORANDUM OPINION AND URDER
Defendant I Love You To The Moom And Back operates an online store and
sold earrings bearing a counterfeit Tory Burch trademark. The owners of that
trademark, plaintiffs River Light V, L.P. and Tory Burch LLC, brought claims
under the Lanham Act and the Illinois Uniform Deceptive Trade Practices Act.
Plaintiffs now move for summary judgment and seek statutory damages of
$150,000. For the following reasons, summary judgment is granted in favor of
plaintiffs, and statutory damages in the amount of $100,000 will be awarded.
i. Legal Standards
Summary judgment is appropriate if the movant shows that there is no
genuine dispute as to any material fact and the movant is entitled to judgment as a
matter of law. Spurling v. C & M Fine Pack, Inc., 739 F.34 1055, 1060 (7th Cir.
2014); Fed. R. Civ. P. 56{a). A genuine dispute as to any material fact exists if “the
evidence is such that a reasonable jury could return a verdict for the nonmoving

paxty.” Anderson v. Liberty Lobby, Inc., 477 U.S5. 242, 248 (1936). The party seeking



Case: 145-0v-05818 Document 4 82 Filed: 08/23/18 Page 28 of 37 PageiD #17735

summary judgment has the burden of establishing that there is no genuine dispute
as to any material fact. See Celotex Corp. v. Catreft, 477 U.S. 317, 323 (1886). A
court must “construe all facts and reasonable inferences in the light most favorable
to the non-moving party.” Apex fhgital, fnc. v. Sears, Roebuck, & Co., 735 ¥.3d 962,
965 (7Tth Cir. 2013).
B Facts

Plaintiffs River Light V, L.P. and Tory Burch LLC heold a valid and
incontestable trademark in the shape of two capital T's, registered with the United
States Patent and Trademark Office under the number 3,029,795, [52] 9 1.}
Defendant I Love U To The Moom And Back advertised, offered for sale, and sold
earrings featuring a counterfeit Tory Burch trademark, without plaintiffs’
authorization, through an online Aliexpress.com store. [52] 4% 2-4. It listed the
earrings for $1.80, and described them as “Hot fashion follow out big classic double
T stud earrings the branded styled fashion rose gold button earrings for women.”
{521 9 2. Defendant advertised and offered to ship the earrvings to potential

customers in [inois and elsewhere in the United States. [52] ¥ 4.

! Bracketed numbers refer to entries on the district court docket. The facts are taken from
plaintiffs’ LR 56.1 statement. Because defendant did not follow the court’s local rules by
submitting a paragraph-by-paragraph response to plamtiffs’ LR 56.1 statement, see LR
56. 18X a)-®), plaintiffs’ facts are undisputed. Defendant also decided not 1o file a
statement of additional facts, which 1s authorized under LR 56.1(1)(3){c). Instead,
defendant filed two expert reports that are labeled “declarations,” see [62-1] and [62-3], with
over 10,000 pages of attachments. These expert reports do not meet the requirements of LR
56.1, and “a district court is entitled to expect strict compliance with Rule 56.1.7 Ammons v.
Aramark Unif. Services, Inc., 368 F.3d 809, 817 (Tth Cir. 2004). Thus, any statements of
facts that may be contained therein will not be considered. Defendant also filed with its
response brief the declaration of Zhenggui Wang, [62-4], who purports to be defendant’s
president, but neither parly mentions that declaration anywhere in the briefing. Wang's
declaration is therefore excluded, as well.
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I, Analysis

A, Expert Reporis

In its response to this motion, defendant refers to and attaches the
declarations of Wenquing L1 and Michal Malkiewicz—two expert reports that opine
on plaintiffs’ actual damages and defendant’s willfulness in infringing upon
plaintiffs’ trademarks. See [62-1], [62-3]. Plaintiffs request that the expert reports
be stricken, because defendant never disclosed the identities of, or its intent to use,
any expert witnesses. Under Rule 37{c), “[ilf a party fails to provide information or
identify a witness as required by Rule 26(a) or (e), the party is not allowed to use
that information or witness to supply evidence on a motion, at a hearing, or at a
trial, unless the failure was substantially justified or is harmless.” Fed. R. Civ. P.
37(c). Exclusion is “automatic and mandatory,” unless the sanctioned party can
show that nondisclosure was either justified or harmless. David v. Caterpillar, Inc.,
324 F.34 851, 857 (7th Cixr. 2003) (quoting Salgado v. Gen. Motors Corp., 150 F.3d
735, 742 (7th Cir.1998)).

Defendant concedes that it failed to make any initial disclosures or
disclosures of expert testimony, and that the Li and Malkiewicz declarations
constitute expert opinions. Its only excuse is that it did not have an opportunity to
provide the necessary disclosures. Defendant claims that it did not decide to
commission expert reports unitil after December 16, 2015, when the briefing
schedule for this motion was set and discovery was stayed, and that the expert

reports were not ready until six days before its response brief was due. This excuse
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Prior U.S. Cls.: 100, 101, and 102

United States Patent and Trademark Office

CEasel 1ASenRSIL D Document #: 1 LiBle L0705 18:Rags & G 2B:Ragp 1B #1760

Reg. No. 3,386,532
Registered Feb. 19, 2008

SERVICE MARK
PRINCIPAL REGISTER

TORY BURCH

RIVER LIGHT V, L.P. (NEW YORK LIMITED
PARTNERSHIP)

99 MADISON AVENUE

NEW YORK, NY 10016

FOR: RETAIL CLOTHING STORES, IN CLASS 35
(U.S. CLS. 100, 101 AND 102).

FIRST USE 1-15-2006; IN COMMERCE 1-15-2006.
THE MARK CONSISTS OF STANDARD CHAR-

ACTERS WITHOUT CLAIM TO ANY PARTICULAR
FONT, STYLE, SIZE, OR COLOR.

OWNER OF U.S. REG. NO. 2,990,110.

THE NAME TORY BURCH IDENTIFIES A LIV-
ING INDIVIDUAL WHOSE CONSENT IS OF RE-
CORD

SN 78-773,262, FILED 12-14-2005.

JOHN GARTNER, EXAMINING ATTORNEY
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is not sufficient justification. Defendant both requested and received the reports
before the filing deadline for its response brief, and it could have moved to lift the
stay or amend the briefing schedule under Federal Rule of Civil Procedure 56(d).
What it should not have done was use a stay of discovery as an opportunity to
attach an expert report to its response brief without warning,
Defendant also claims that its nondisclosure was harmless. The following
factors should be considered in determining whether nondisclosure was harmless:
(1) the prejudice or surprise to the party against whom the evidence is
offered; (2) the ability of the party to cure the prejudice; (3) the
Likelihood of disruption to the trial; and (4) the bad faith or willfulness
mvelved in not disclosing the evidence at an earhier date.
Tribble v. Evangelides, 670 F.3d 753, 760 (7th Cir. 2012). Defendant concedes that
plaintiffs may have been surprised by its experts’ existence, but argues that they
should not be surprised by the content of the expert reports, because they are
consistent with and support “what the defendant [has] been claiming throughout
this case.” [74] at 4. Defendant makes no mention at all of the prejudice arising
from plaintiffs’ inability to adequately respond to the expert declarations. “Without
proper disclosures, a party may miss its opportunity to disqualify the expert, retain
rebuttal experts, or hold depositions for an expert not required to provide a report.”
Tribble, 670 F.3d at 759-60. Plaintiffs had no such opportunity, and defendant has
not offered one. Allowing defendant to rely on expert reports that were disclosed for
the first time in a response to plaintiffs’ summary judgment motion would be
prejudicial. Despite defendant’s arguments to the contrary, it had the opportunity to

make expert disclosures (or seek permission in advance) but did not, and this
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indicates a willful decision to not comply with the rules. The declarations of Li and
Malkiewicz are therefore excluded.?

B. Liability

Plaintiffs seek summary judgment on their federal claims of trademark
infringement and counterfeiting under 15 US.C. § 1114 (count ) and false
designation of ovigin under 15 U.S.C. § 1125(a) (count II), and their [llinois claims,
based on the same conduct, under the Illinois Uniform Deceptive Trade Practices
Act, 815 TLCS § 510/1 ef seq. (count 1IV). Defendant does not dispute hability and
concedes that it owes plaintiffs statutory damages under 15 UU.S.C. § 1117(c). The
only issue in dispute is the amount of those damages. Thus, summary judgment is
granted with rvespect to counts I, Il, and IV.3

C. Statutory Damages

Plaintiffs seek an award of statutory damages in the amount of $150,000.
Under § 1117(c}{1), a plaintiff may seek statutory damages between $1,000 and
$200,000 “per counterfeit mark per type of goods or services sold, offered for sale, or
distributed, as the court orders just.” 15 U.S.C. § 1117(c)(1). The statute increases
the upper Limit of the statutory award to $2,000,000 per mark per type of goods or
services “if the court finds that the use of the counterfeit mark was willful.” 7d.
§ 1117(c)(2). The statute is analogous to the provision for statutory damages for

copyright infringement under 17 U.S.C. § 504(c). See Chi-Boy Music v. Charlie Club,

2 Plaintiffs also stated concerns over the relevance of the reports or the qualifications of the
experts, but those concerns need not be addressed.

3 Count I of the amended complaint, [21}, does not pertain to defendant. That cause of
action was alleged against other defendants in this case who are not subject to this motion.

5
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Inc., 930 F.2d 1224, 1229 (7Tth Cir. 1991). In Chi-Boy, the Seventh Circuit said that
courts enjoy wide discretion in determining statutory damage figures and may
consider factors such as “the difficulty or impossibility of proving actual damages,
the circumstances of the infringement, and the efficacy of the damages as a
deterrent to future copyright infringement.” Id. (guoting F.E. L. Publications v.
Catholic Bishop of Chi., 7584 ¥.2d 216, 219 (7th Cir. 1985)). In addition, in the case
of willful imnfringement, “the statutory damages award may be designed to penalize
the infringer and to deter future violations.” Id. at 1230.

Defendant requests that the lowest possible damages award be given, and its
primary argument is simple: “It made an unintentional mistake and it is sorry.” [62]
at 8. In other words, defendant argues that its infringement was not willful, and as
a result, the damages award should not be designed to penalize defendant or deter
future infringement. Infringement was willful if the infringer knew that its conduct
constituted infringement or if it acted in reckless disregard of the owner's rights.
See Wildlife Exp. Corp. v. Carol Wright Sales, Inc., 18 F.3d 502, 511-12 (7th Cir.
1994); see also Louis Vuitton S.A. v. Lee, 875 F.2d 584, 590 (7th Cir. 1989) ("“Willful
blindness is knowledge enough.”). Knowledge may be inferred from the infringer’s
conduct. Wildlife, 18 ¥.3d at 511. Plaintiffs argue that the infringement was willful,
because defendant was aware of the possibility that it was selling infringing
products but conducted no due diligence of its own. Defendant admits this, but says
that it relied on the Chinese government and the entities responsible for the online

marketplace that hosts defendant’'s store, Alibaba and AliExpress, to weed out
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counterfeiters and prevent infringement. And it states, without any supporting
evidence, that it purchased the infringing products from another AliExpress store,
and that it assumed that store’s products were not infringing.? Defendant claims
that this reflects its naivety, but not a reckless indifference to plaintiffs’ rights.

Defendant’s argument is unpersuasive. Even if defendant had provided
evidence to support its claims that Alibaba and Alixpress actively patrolled the
online marketplace for infringing activity, it admits that Alibaba’s measures consist
only of conducting audits on randomly selected merchants and removing the listings
of infringing products. It provides no reason to believe that its listings were ever
audited, or that this practice vbviates the need for individual merchants to monitor
their own listings. Defendant does not describe the efforts undertaken by
AliExpress or the Chinese government, but it says the Chinese government imposes
fines on counterfeiters. Defendant’s argument actually supports plaintiffs’ position.
Performing no due diligence of its own on its product histings and risking a fine by
the Chinese government is not just naive, it shows a veckless indifference to the
trademark owner’s rights.

Moreover, plaintiffs point out that defendant’s wording of the product
description, written in English, seems designed to ensure that the product can be
easily found by a search engine without calling attention to the brand name—it

includes the words “double T7 and “branded” but not “Tory Burch.” Plaintiffs say

4 Defendant’s expert declarations are excluded, but it is worth noting that one of them
attaches purchase records of the indvinging products and screenshots from the supplier’s
website, all of which suggest that defendant bought the products from 1688.com, which does
not appear to be an AliExpress website. See [62-14].
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this is consistent with the actions of an intentional infringer, who would fry to
maximize sales of infringing products while minimizing the risk of the infringement
being discovered. Defendant claims, without support in the record, that it merely
copied the English-language description from its supplier and, not knowing English,
did not have a clear understanding of what it said or meant, even after looking up a
translation.’ Plaintiffs also argue that the Tory Burch trademark is so popular and
recognizable that defendant must have known that its products were infringing,
while defendant says, again without support, that it did not recognize the
trademark. Defendant’s unsupported arguments are unpersuasive, and even taking
all reasonable inferences in defendant’s favor, it is clear that defendant was, at the
very least, willfully blind to the counterfeit nature of the earrings. Thus, its
infringement was willful, which calls for a higher damages award to both penalize
defendant and deter future infringing activities.

Defendant’s remaining arguments relate to its calculation of actual damages
incurred. Defendant claims that plaintiffs’ requested award of $150,000 is excessive
in relation to the actual damages as caleulated by defendant’s experts, and that the
award would constitute a windfall. Defendant’s expert reports are excluded, so its
determination of actual damages will not be considered. Plaintiffs do not provide a

competing assessment of its actual damages, and having elected to seek statutory

5 The only possible support for defendant’s explanation is a statement in Wang's
declaration, [62-4] 9 16, but defendant does not cite to that declaration. Moreover,
defendant’s explanation conflicts with an attachment to 1i's excluded expert declaration,
{62-14]. According to Li's declaration, the attachment contains screenshots of the supplier's
website and purchase records of the infringing earrings. [62-1] at 15 n.b3. None of these
documents contain English-language product descriptions.

&
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damages under § 1117(¢), they do not need to. It is true that there is no evidence in
the record to suggest that defendant is a large-scale counterfeiter or that plaintiffs
suffered substantial harm. Nevertheless, in light of the undisputed facts supporting
a Bnding of willfulness, the requested relief is not so high as to be considered a
windfall.

Plaintiffs emphasize the willfulness of the infringement, and the fact that
defendant had the ability to reach a vast customer base over the internet. These
factors do militate in favor of a high award to compensate plaintiff, penalize
defendant, and deter future infringement. Defendant advertises and sells its
products worldwide through its online store; it does not review its products for
possible infringement, though it understands that such a possibility exists; and the
product description of the infringing earrings that it did sell was worded to ensure
maximum exposure and minimal risk of getting caught. The proliferation of lower-
quality, counterfeit goods damages a brand’s value and goodwill, and a significant
award is required to deter defendant and others from engaging in similar conduct.
The requested award of $150,000 is also much lower than the maximum award of
$2,000,000 that is authorized under § 1117(c}@) for instances of willful
infringement. However, defendant’s willful infringement is mitigated to some extent
by the fact that it hired counsel and appeared in this action, rather than defaulting.
And despite defendant’s global reach, there is no evidence to suggest that plaintiffs
suffered signmificant damages as a result of defendant’s conduct. Of all the factors to

consider, the need to punish and deter willful infringement is the most important

9
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under the circumstances of this particular defendant’s conduct, and I conclude that
$100,000 is a sufficient award of statutory damages.

D. Permanent Injunction

In addition to statutory damages, plaintiffs requests that defendant be
permanently enjoined from advertising, offering for sale, and selling products that
bear a counterfeit Tory Burch trademark or otherwise violate plaintiffs’ rights in
the mark. Defendant does not explicitly refer to this request, but insists repeatedly
that it will never engage in the sale of Tory Burch products again. Plaintiffs have
established that infringement cccurred, and the harm to its brand from the sales of
counterfeit goods is irreparable—the confusion caused by knock-off products in the
stream of commerce damages the value of the brand and cannot be compensated by
money alone. There is no harm to the defendant to being enjoined from violating the
law, and the public interest is served by eliminating potential consumer confusion.
Plaintiffs request that the permanent injunction order third-party domain name
registrars and online marketplaces to disable any account linked to defendant,
linked o any e-mail addresses used by defendant, or linked to the defendant’s
internet store. They also request that defendant be enjoined from owning or
operating any domain name or online marketplace account that could be used to sell
infringing products in the future. These requests are overbroad in that they
disproportionately harm defendant’s ability to conduct legitimate business. The

request for injunctive relief is otherwise granted.

18
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K. Attorney’s Fees and Costs

Finally, plaintiffs seek recovery of its attorney’s fees and costs. Attorney’s
fees are recoverable under § 1117(a) and § 1117(h) in certain circumstances,
including when the mfringement was willful. 15 U.S.C. §§ 1117(a)(b); see also
BASE Corp. v. Old World Trading Co., 41 F.3d 1081, 1099 (7th Cir. 1994).
Defendant correctly notes that those provisions relate to awards of actual damages
rather than statutory damages, but attorney’s fees are available when plaintiffs opt
to receive statutory damages under § 1117(c), as well. See Louts Vuition Malletier
S.A. v. LY USA, Inc., 676 F.3d 83, 111 (2d Cir. 2012). Accordingly, reasonable
attorney’s fees shall be awarded to plaintiffs. Costs are available to plaintiffs, as the
prevailing party, under Federal Rule of Civil Procedure 54(d)(1).
IV. Conclusion

Plaintiffs’ motion for summary judgment, [50], is granted. Enter permanent
injunction prohibiting defendant from viclating plaintiffs’ vights in the Tory Buxch
mark. Statutory damages in the amount of $100,000, attorney’s fees, and costs shall
be awarded. Plaintiffs’ motion for attorney’s fees and bill of costs is due by 9/12/186,

defendant’s response is due by 9/26/16, and plaintiffs’ yeply is due by 106/11/16.

3 & S
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£ kS S

Manish S. Shah
United States District Judge

ENTER:

Date: 8/22/16
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Reg. No. 3,428,373
Registered May 13, 2008

TRADEMARK
PRINCIPAL REGISTER

TORY BURCH

RIVER LIGHT V, L.P. (NEW YORK LIMITED
PARTNERSHIP)

99 MADISON AVENUE
NEW YORK, NY 10016

FOR: COATS; DRESSES; FOOTWEAR; HEAD-
WEAR; JACKETS; PANTS:; SHIRTS; SHORTS;
SKIRTS; SLEEPWEAR; SWEATERS; SWIM WEAR;
TOPS; UNDERWEAR, IN CLASS 25 (U.S. CLS. 22
AND 39).

FIRST USE 1-15-2006; IN COMMERCE 1-15-2006.

THE MARK CONSISTS OF STANDARD CHAR-
ACTERS WITHOUT CLAIM TO ANY PARTICULAR
FONT, STYLE, SIZE, OR COLOR.

OWNER OF U.S. REG. NO. 2,990,110.

THE NAME(S), PORTRAIT(S), AND/OR SIGNA-
TURE(S) SHOWN IN THE MARK IDENTIFIES
TORY BURCH, WHOSE CONSENT(S) TO REGISTER
IS MADE OF RECORD.

SN 78-773,232, FILED 12-14-2005.

JOHN GARTNER, EXAMINING ATTORNEY
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Reg. No. 3,428,374
Registered May 13, 2008

TRADEMARK
PRINCIPAL REGISTER

TORY BURCH

RIVER LIGHT V, L.P. (NEW YORK LIMITED
PARTNERSHIP)

99 MADISON AVENUE

NEW YORK, NY 10016

FOR: COSMETIC BAGS SOLD EMPTY: HAND-
BAGS; UMBRELLAS, IN CLASS 18 (US. CLS. 1, 2, 3,
22 AND 41).

FIRST USE 1-15-2006; IN COMMERCE 1-15-2006.
THE MARK CONSISTS OF STANDARD CHAR-

ACTERS WITHOUT CLAIM TO ANY PARTICULAR
FONT, STYLE, SIZE, OR COLOR.

OWNER OF U.S. REG. NO. 2,990,110.

THE NAME(S), PORTRAIT(S), AND/OR SIGNA-
TURE(S) SHOWN IN THE MARK IDENTIFIES
TORY BURCH, WHOSE CONSENT(S) TO REGISTER
IS MADE OF RECORD.

SN 78-773,244, FILED 12-14-2005.

JOHN GARTNER, EXAMINING ATTORNEY
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Reg. No. 3,428,816
Registered May 13, 2008

TRADEMARK
PRINCIPAL REGISTER

TORY BURCH

RIVER LIGHT V, L.P. (NEW YORK LIMITED
PARTNERSHIP)

99 MADISON AVENUE

NEW YORK, NY 10016

FOR: JEWELRY, IN CLASS 14 (U.S. CLS. 2, 27, 28
AND 50).

FIRST USE 1-15-2006; IN COMMERCE 1-15-2006.
THE MARK CONSISTS OF STANDARD CHAR-

ACTERS WITHOUT CLAIM TO ANY PARTICULAR
FONT, STYLE, SIZE, OR COLOR.

OWNER OF U.S. REG. NO. 2,990,110.

THE NAME "TORY BURCH" IDENTIFIES A
LIVING INDIVIDUAL WHOSE CONSENT IS OF
RECORD.

SN 78-979,615, FILED 12-14-2005.

JOHN GARTNER, EXAMINING ATTORNEY
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Prior U.S. Cls.: 22 and 39
Reg. No. 3,479,178

United States Patent and Trademark Office  Registered Aug. 5, 2008

TRADEMARK
PRINCIPAL REGISTER

REVA

RIVER LIGHT V, L.P. (NEW YORK LIMITED THE MARK CONSISTS OF STANDARD CHAR-
PARTNERSHIP) ACTERS WITHOUT CLAIM TO ANY PARTICULAR

99 MADISON AVENUE FONT, STYLE, SIZE, OR COLOR.
NEW YORK, NY 10016

FOR: FOOTWEAR, IN CLASS 25 (U.S. CLS. 22 AND SER. NO. 77-221,172, FILED 7-3-2007.
39).

FIRST USE 2-28-2006; IN COMMERCE 2-28-2006. MARK SPARACINO, EXAMINING ATTORNEY
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Reg. No. 3,563,326
Registered Jan. 20, 2009

TRADEMARK
PRINCIPAL REGISTER

RIVER LIGHT V, LP. (DELAWARE LIMITED
PARTNERSHIP)

99 MADISON AVENUE NEW

NEW YORK, NY 10016

FOR: A FULL LINE OF HANDBAGS, IN CLASS 18
(U.S. CLS. 1,2, 3, 22 AND 41).

FIRST USE 2-1-2004; IN COMMERCE 2-1-2004.
FOR: A FULL LINE OF WOMEN’S CLOTHING

AND FOOTWEAR, IN CLASS 25 (U.S. CLS. 22 AND
39).

FIRST USE 2-1-2004; IN COMMERCE 2-1-2004.

OWNER OF U.S. REG. NOS. 3,024,142 AND
3,029,795,

THE MARK CONSISTS OF A CIRCLE WITH A "T"
AND AN UPSIDE DOWN "T" IN THE MIDDLE.

SER. NO. 77-345,778, FILED 12-6-2007.

JOHN GARTNER, EXAMINING ATTORNEY
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TRADEMARK
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LIEF MARTIN, BXAMDMING ATTORNEY




